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DETAILED ACTION 

Priority 

1 . Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 1 19(e)/ 120 as 
follows: 

2. Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in Japan on 1 1/29/2001. It is noted, however, that applicant has not filed a certified copy of 
the 363670/2001 application as required by 35 U.S.C. 1 19(b) in this application. 

Applicant notes that the certified copy is in parent application 10/107165, however application 
10/107165 is a divisional application and furthermore, the certified copy cannot be found in the 
divisional. Applicant is required to submit the certified copy in this application to verify support 
of claimed limitations and dates. 

3. Acknowledgment is made of applicant's claim for priority under 35 U.S.C. 1 19(a)-(d) 
based upon an application filed in Japan on 1 1/29/2001 . A claim for priority under 35 
U.S.C. 1 19(a)-(d) cannot be based on said application, since the United States application was 
filed more than twelve months thereafter. 

Information Disclosure Statement 

4. The information disclosure statement filed 03/26/2004 fails to comply with 37 CFR 
1.98(a)(2), which requires a legible copy of each cited foreign patent document; each non-patent 
literature publication or that portion which caused it to be listed; and all other information or that 
portion which caused it to be listed. It has been placed in the application file, but the information 
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referred to therein has not been considered. 

Applicant submits a previously signed PTO-1449 form from divisional application 10/107165 
which is improper. The foreign references that were noted on the IDS filed 03/26/2004 needs to 
be resubmitted in an English translation as they cannot be found in the divisional. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 18-19 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 18 line 10 recites "the one user", line 13 recites "the designated user", and line 17 
recites "the one user" which is unclear and confusing as there lack of antecedent basis. The 
'plurality of user names" in line 6 recites 'names' and not a single 'user' and therefore it is 
unclear what users these are referring to. Furthermore, it is not known if they refer to the same 
one user of if there are different ones since there is a "plurality of user names". Appropriate 
clarification and/or correction is required. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published tinder section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 9-12 rejected under 35 U.S.C. 102(e) as being anticipated by Kung et al., 
Patent #7,180,889. 

Regarding claim 9, Kung teaches a communications terminal equipment connected to a 
single communication circuit for use by a plurality of users(Fig.7), comprising: 
a memory for storing a plurality of user names and a plurality of extension numbers 
corresponding to the respective user names, and for storing a plurality of plans specifying 
planned activities and schedules for each of the plurality of users(Fig.7, col. 30 lines 7-17 and 
lines 65-67, and col.31 lines 36-41; busy and unavailable are plans); and 
a processor for providing in response to a call from a caller on the single communication circuit, 
a first voice message announcing to the caller the user names and corresponding extension 
numbers stored in the memory, and for providing in response to a designation by the caller of 
one of the announced user names(col.30 lines 54-60, col.31 lines 35-41 and col.32 lines 5-8), a 
second voice message announcing to the caller the planned activities and schedule of the 
designated user when the planned activities and schedule of the designated user indicate that the 
designated user is not available to answer the ca\\(col. 30 lines 65-67 and col.31 lines 35-41; 
announcing to the caller that the user is simply busy). 

Regarding claim 10, Kung teaches a communications terminal equipment according to 
Claim 9, wherein the memory is a memory for also storing operation guides for use in generating 
the first and second voice messages(Fig-7-9, col. 31 lines 42-56) 

Regarding claim 11, Kung teaches a communications terminal equipment according to 
Claim 9, wherein the plurality of user names are stored in the memory as respective speech 
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data(col.30 lines 54-60). 

Regarding claim 12, Kung teaches a communications terminal equipment according to 
Claim 9, wherein the plurality of user names are stored in the memory as respective data based 
on reading and an accent type thereof(col.30 lines 54-60; accent is computer). 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

11. Claims 13-19 rejected under 35 U.S.C. 103(a) as being unpatentable over Kung et 
al., Patent #7,180,889. 

Regarding claim 13, Kung teaches a communications terminal equipment connected to a 
single communication circuit for use by a plurality of users(Fig.7), comprising: 
a memory for storing a plurality of user names and a plurality of extension numbers 
corresponding to the respective user names(Fig.7 and col.30 lines 54-60); and 
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a processor for providing in response to a call from a caller on the single communication circuit, 
a first voice message announcing to the caller the user names and corresponding extension 
numbers stored in the memory for providing in response to a designation by the caller of one of 
the announced user names(col.30 lines 54-60, col.31 lines 35-41 and col.32 lines 5-8), a second 
voice message requesting the caller to record a voice-mail message when the designated user is 
not available to answer the ca\\(col.30 lines 65-67 and col.31 lines 35-41). 

Kung is silent on specifically disclosing storing a plurality of e-mail addresses 
corresponding to the user names and sending the recorded voice-mail message to the stored e- 
mail address of the user. 

However Kung discloses his system is configured to support email and voicemail 
messaging(col.ll lines 16-34, col.19 lines 8-17). 

The examiner takes official notice that sending a voicemail to a stored email address of 
one of a plurality of users would have been obvious to one skilled in the art of IP telephony in 
which Kung discloses(col.l 1 lines 30-34). Sending voicemail to email addresses is old and well- 
known in the art as it provides a convenient and alternate way of managing voicemails. 

Regarding claim 14, Kung teaches a communications terminal equipment according to 
Claim 13, wherein the memory is a memory for also storing a plurality of plans specifying 
planned activities and schedules for each of the plurality of users, and the processor is a 
processor for also determining on the basis of the planned activities and schedule of the 
designated user, when the designated user is not available to answer the c&\\(col. 30 lines 65-67 
and col.31 lines 35-41; announcing to the caller that the user is simply busy). 

Regarding claim 15, Kung teaches a communications terminal equipment according to 
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Claim 13, wherein the memory is a memory for also storing operation guides for use in 
generating the first and second voice messagesfco/,50 lines 1-67 and col.31 lines 35-41). 

Regarding claim 16, Kung teaches a communications terminal equipment according to 
Claim 13, wherein the plurality of user names are stored in the memory as respective speech 
data(Fig.7 and col. 30 lines 1-67 and col.31 lines 35-41). 

Regarding claim 17, Kung teaches a communications terminal equipment according to 
Claim 13, wherein the plurality of user names are stored in the memory as respective data based 
on reading and an accent type thereof(Fig.7 and col. 30 lines 1-67 and col.31 lines 35-41; accent 
is computer). 

Regarding claim 18, Kung teaches a method of communicating with one of a plurality of 
users of a communications terminal equipment connected to a single communication 
circuit(Fig.7-9), said method comprising the steps of: 

receiving a call from a caller on the single communication circuit; transmitting in response to the 
call, a first voice message announcing to the caller a plurality of user names and a plurality of 
corresponding extension numbers stored in a memory provided in the communications terminal 
equipment(Fig.7 and col.30 lines 1-67 and col.31 lines 35-41); 

receiving a designated extension number selected by the caller from among the announced 
plurality of extension numbers(col.30 lines 54-60, col.31 lines 35-41 and col. 32 lines 5-8); 
determining whether or not the one user corresponding to the designated extension number is 
available to answer the call(col.31 lines 35-41 and col. 32 lines 5-8),; 

transmitting to the caller a second voice message requesting the caller to record a voice-mail 
message when the designated user is not available to answer the call; 
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recording the voicemail message received from the caller in response to the second voice 
message(col.30 lines 54-60, col.31 lines 35-41 and col.32 lines 5-8). 

Kung is silent on specifically disclosing sending the recorded voice-mail message to the 
stored e-mail address of the user. 

However Kung discloses his system is configured to support email and voicemail 
messaging(col.ll lines 16-34, col.19 lines 8-17). 

The examiner takes official notice that sending a voicemail to a stored email address of 
one of a plurality of users would have been obvious to one skilled in the art of IP telephony in 
which Kung discloses(col.l 1 lines 30-34). Sending voicemail to email addresses is old and well- 
known in the art as it provides a convenient and alternate way of managing voicemails. 

Regarding claim 19, Kung teaches a method of communication according to Claim 18, 
wherein the step of determining whether or not the one user is available to answer the call 
includes referring to a plurality of plans also stored in the memory specifying respective planned 
activities and schedules of the plurality of users(col.30 lines 54-60, col.31 lines 35-41 and col.32 
lines 5-8). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph T. Phan whose telephone number is (571) 272-7544. The 
examiner can normally be reached on Mon-Fri 9am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joseph T Phan/ 
Examiner, Art Unit 2614 
/Curtis Kuntz/ 

Supervisory Patent Examiner, Art Unit 2614 



